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DETAILED ACTION 

» 

Examiner's Note 

1 . An examination of this application reveals that applicant is unfamiliar with 
patent prosecution procedure. While an inventor may prosecute the application, 
lack of skill in this field usually acts as a liability in affording the maximum 
protection for the invention disclosed. Applicant is advised to secure the services 
of a registered patent attorney or agent to prosecute the application, since the 
value of a patent is largely dependent upon skilled preparation and prosecution. 
The Office cannot aid in selecting an attorney or agent. 

* 

A listing of registered patent attorneys and agents is available on the USPTO 
Internet web site http://www.uspto.gov in the Site Index under "Attorney and 
Agent Roster." Applicants may also obtain a list of registered patent attorneys 
and agents located in their area by writing to the Mail Stop OED, Director of the 
U. S. Patent and Trademark Office, PO Box 1450, Alexandria, VA 22313-1450 

Claim Objections 

2. Claims 1 & 2 are not in compliance with the format CFR 37 §1. 175(f) "If 
there are several claims, they shall be numbered consecutively in Arabic 
numerals." Appropriate action is required. 
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3. Claim 2 is objected to because of the following informalities: "Eqn." should 
be written as a complete word to remove. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and use the same and shall set forth the best mode contemplated by the inventor of carrying 
out his invention. 

5. Independent claim 1 recites the limitations, "forecasts returns on stocks, 
bonds, treasury bills and inflation rates". These limitations are representative of 
steps that may be performed without being repeatable or predictable, thus raising 
the issue of abstract ideas that require undue experimentation for the invention to 

4 

be performed. Since the scope of the claims, as determined by the Specification, 
do not have a clear objective standard to be applied to produce repeatable and 
predictable results nor are the results in a real-world form, one skilled in the art 
would have to conduct undue experimentation in order to perform the invention. 
Therefore, claims 1 & 2 are considered as failing to comply with the enablement 
requirement. 

6. Claims 1 & 2 are rejected under 35 U.S.C. 112, first paragraph, as based 
on a disclosure, which is not enabling. Steps critical or essential to the practice of 
the invention, but not included in the claim(s) is not enabled by the disclosure. 
See In re Mayhew, 527 F.2d 1229, 188 USPQ 356 (CCPA 1976). 
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7. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter, which the applicant regards as his invention. 

8. Claim 2 rejected under 35 U.S.C. 112, second paragraph, as being 
incomplete for omitting essential steps, such omission amounting to a gap 
between the steps. See MPEP §2172.01. The omitted steps are: distinctly 
claiming how the equations are to be implemented in a way that will give the 
claimed utility. 

9. Claim 2 recites the limitations "Eqn. (15) and Eqn. (14) in lines 2 and 5. 
There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Under the statutory requirement of 35 U.S.C. § 101, a claimed invention must 
produce a useful, concrete, and tangible result. For a claim to be useful , it must 
yield a result that is specific, substantial, and credible (MPEP § 2107). A 
concrete result is one that is substantially repeatable, i.e., it produces 
substantially the same result over and over again (In re Swartz, 232 F.3d 862, 
864, 56 USPQ2d 1703, 1704 (Fed. C/r. 2000)). In order to be tangible , a claimed 
invention must set forth a practical application that generates a real-world result, 
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i.e., the claim must be more than a mere abstraction (Benson, 409 U.S. at 71-72, 
175 USPQ at 676-77). Additionally, a claim may not preempt abstract ideas, 
laws of nature or natural phenomena nor may a claim preempt every "substantial 
practical application" of an abstract idea, law of nature or natural phenomena 
because it would in practical effect be a patent on the judicial exceptions 
themselves (Gottschalk v. Benson, 409 U.S. 63, 71-72 (1972)). (Please refer to 
the "Interim Guidelines for Examination of Patent Applications for Patent Subject 
Matter Eligibility" for further explanation of the statutory requirement of 35 U.S.C. 
§101.). 

1 1 . Claims 1 & 2 also fail to produce a concrete result. Claims 1 & 2 recite the 
steps of "forecasting", which are mere abstract ideas that do not produce 
concrete results. A concrete result cannot be achieved unless the recited steps 
are repeatable and predictable. The results of these steps will not produce 
concrete real-world results since there is no evidence that these steps, when 
repeated, will produce substantially the same result. The scope of these 
limitations, as defined by pages 5, 6 & 7 of the Specification, are defined as 
"developing a forecast". The steps of "forecasting" have not been defined to 
include a clear objective standard that will be repeatable and produce predictable 
results. Because the results produced by this step are not concrete, claims 1 & 2 
are considered to be directed toward non-statutory subject matter. 
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12. Claim 2 merely recites the manipulation of an abstract idea and fails to 
produce a tangible result. Claim 2 recites "applying Eqn. (12) and applying Eqn. 
(14)", which is a mere abstract idea that does not produce real-world results, and 
thus not a tangible result. The result of "applying an equation" is not a real-world 
tangible result. Because the results produced by these steps are not tangible, 
claim 2 is considered to be directed toward non-statutory subject matter. 

13. Claim 2 are directed toward a mathematical algorithm perse. There is no 
practical application of the algorithm, thereby rendering the claimed invention an 
abstract idea per se (which is non-statutory under § 101). Consequently, the 
claims fail to produce a result that is useful, concrete, and tangible. Additionally, 
the values, equations, and thresholds are so broadly defined that it is not clear 
how they specifically relate to inflation mean value for year t. The claims are so 
broadly and abstractly written that they attempt to preempt every "substantial 
practical application" of an abstract idea, law of nature or natural phenomena 
because it would in practical effect be a patent on the judicial exceptions 
themselves, which is prohibited under § 101. 

14. The claimed invention is directed to non-statutory subject matter. 
Mathematical formulas are non-statutory subject matter. Claims 1 & 2 are 
directed to mental processes, which can be performed manually. 
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Claim Rejections - 35 USC § 102 

1 5. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

16. Claims 1 & 2 are rejected under 35 U.S.C. 102(b) as being anticipated by 
1980 Lewis, Alan L. et al. The Ibbotson-Sinquefield Simulation Made Easy 
Journal of Business, vol. 53, no. 2 University of Chicago. 
<http://www.jstor 

As for claim 1 , Lewis, Alan L. et al (The Ibbotson-Sinquefield Simulation Made 
Easy Journal of Business, vol. 53, no. 2 University of Chicago p. 206) teach a 
method that forecasts returns on stocks, bonds, treasury bills, and inflation rates 
using current corporate bond yields. ("Ibbotson and Sinquefield consider returns 
on common stocks, Treasury bills, long-term government bonds and corporate 
bonds. They also measure the inflation rate in terms of changes in the Consumer 
Price Index.") 

As for claim 2, (1980 Lewis, Alan L. et al. The Ibbotson-Sinquefield Simulation 
Made Easy Journal of Business, vol. 53, no. 2 University of Chicago) teaches a 
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method according to claim 1, that forecasts the inflation mean value for year t by 
applying Eqn. (15) that uses as input the following values: 

the corporate bond forward rate at year t derived from corporate bond yields by 
applying Eqn. (14), 

the historical average default premium, 
the historical average maturity premium, and 
the real Treasury bill return mean value for year t. 

Equation 14 is the same as equation 2 of the prior art with the corporate bond 
forward rate calculated from the market-based corporate bond yield in equation 
14 replacing the government bond forward rate calculated from market-based . 

* 

government bond yield. Equation 15 is the same as equation 3 of the prior art 
with the government bond forward rate at time t replaced with the corporate bond 
forward rate at time t plus the historical average default premium. 

Lewis, Alan L. et al The Ibbotson-Sinquefield Simulation Made Easy Journal of 
Business, vol. 53, no. 2 University of Chicago p. 205 further teach the asset 
calculation using a historical risk premium ("The model predicts that a future 
stock return will be given by a historical risk premium, randomly drawn, added to 
an expected T-bill rate implied by the yield curve.") 
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Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to 
. applicant's disclosure. 

Bekaert (US 6125355 A) shows a pricing module, which provides a single 
module that models both fixed-income securities and equity securities into the 
future in an arbitrage-free model. Because the modeling includes both fixed- 
income securities and equity securities that are modeled based on common input 
state variables and does not allow arbitrage conditions between the fixed-income 
securities and the equity securities (as well as no arbitrage within a security 
class), the invention provides an improved pricing module., 

Slyke (Pub. No. 20020042770 A1) shows a liquid insurance contract (LIC) 
comprises a security which is traded or tradable and which has cash flows to the 
issuer based upon a liability whose exact value is unknown at the time of 
issuance and may include spinning off the underwriter from the parent company 
using at least one stock dividend, trading shares of the underwriter, reporting 
information on trades and positions of the underwriter, and valuing the 
underwriter using analytic modeling, sensitivity testing, portfolio analysis, and/or 
investment analysis. 

Baker (US 6336103 B1) shows a method and system for correlating an expected 
asset return of a portfolio to changes in future financial liabilities and also to other 
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financial indices. Management of asset portfolios often requires precise matching 
of liability streams, such as is the insurance industry and for pension funds. The 
method selects the weight percentages of assets by achieving optimum statistical 
correlation between asset returns and liability returns. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gerald C. Vizvary whose telephone number is 
571-270-3268. The examiner can normally be reached on Monday thru Friday. 

■ 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Khoi Tran can be reached on 571-272-6919. The fax phone number 
for the organization where this application or proceeding is assigned is 571-270- 
4268. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 




h£! E3er, A.U. 3609 8UPB*AS^^EXAM,NER 
September 6, 2007 



